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DETAILED ACTION 



Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information 
disclosure statement. 37 CFR 1 .98(b) requires a list of all patents, publications, 
or other information submitted for consideration by the Office, and MPEP 
§ 609.04(a) states, "the list may not be incorporated into the specification but 
must be submitted in a separate paper." Therefore, unless the references have 
been cited by the examiner on form PTO-892, they have not been considered. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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3. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ansaldi et al. US patent 4956192, in view of Brunerie US patent 
5705205, and Bartnick et al. US publication 2005/0074520 A1 and further in 
view of Graves et al. US patent 2835591 . 

a. Referring to claims 1-3, Ansaldi disclose a process for obtaining 
vanilla flavor by browning in two embodiments; one by successive stages 
of heating and drying the bean, which is a notoriously well known practice 
in vanilla processing, and the other by freezing and thawing of the vanilla 
beans (Ansaldi; column 1, line 21-34 and column 2, line 6-12). Ansaldi 
disclose heating the bean in an oven at 65 °C and incubating at 
temperatures at 30 °C- 40 °C or, in its preferred embodiment, freezing 
mature green beans at temperatures between -5 °C and -30 °C and 
thawing the frozen bean in ambient temperature. 

Ansaldi however, fail to disclose thawing at temperatures from 2 °C 
to 8 °C, however, Ansaldi disclose adding ethanol to the bean while 
frozen, and subsequently thawing the beans at different temperatures 
(Ansaldi; column 3, line 16-26). 

Also, Ansaldi disclose that to optimize hydrolysis, one of ordinary 
skill in the art would adjust the speed of heating and the final temperature 
of the chamber used to thaw the beans (Ansaldi; column 2, line 40-49). 
"Where the general conditions of the claim are disclosed in the prior art, it 
is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 
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(CCPA). In this case, Ansaldi describes a workable range for thawing 
outside the instant claim range, but Ansaldi describes the general 
conditions of the claim, namely to optimize hydrolysis. It would not be 
inventive to discover the workable ranges by routine experimentation of 
the invention taught by Ansaldi. 

Referring to claim 4-5, Ansaldi is silent to the hydroethanolic 
solutions of an alcoholic degree ranging from 20 to 80 %v/v, at 
temperatures ranging from room temperature to 80 °C. Bartnick discloses 
an extraction step wherein the alcohol solution may vary about 30 to 80 
vol. % alcohol and the extraction temperature of about 190 to 240 °F 
(Bartnick; page 3, 1f 0019-0020). To find a workable temperature range 
that would correspond to the alcohol-water concentration would have been 
well within the realm of ordinary skill in the art, as can be evidenced from 
the prior art applied here and instant claim 4. 

Regarding the vanilla flavored product taught by Ansaldi, it would 
have been obvious to one of ordinary skill in the art at the time the 
invention was made to include the extractions step in an alcoholic medium 
at temperatures of Bartnick. One would have been motivated to do so to 
improve and enhance flavor of vanilla extracts (Bartnick; page 10, U 0069). 

Referring to claims 1,6-8, 11-15, and 20 Ansaldi disclose extraction 
with ethanol (Ansaldi; column 4, line 60) and the conventional process of 
hydrolysis of a glucoside with a B-glucosidase or by an acid in an aqueous 
medium (Ansaldi; column 1 , line 46-53 and column 2, line 50-55). 
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However, the reference is silent to disclose purification of the vanillin- 
enriched concentrate, and the enzymatic system with cellulase and 
hemicellulase activities. 

Brunerie discloses "preferably, the green vanilla pods 
are treated with an enzymatic system which comprises: 
(a) at least one enzyme capable of destroying the cell 
membrane systems of plant cells and is selected from 
an enzyme having pectinase activity and enzyme having 
cellulase activity and an enzyme having hemicellulase 
activity and mixtures thereof and (b) at least one 
enzyme possessing from about 10 to about 1000 units of 
a beta-glucosidase activity per gram of vanilla 
pods . "(Brunerie; column 2, line 45-52) 

Referring to claims 1, 9-10 and 16-19, in example 1, Brunerie 
disclose small doses of different enzymatic systems added to the vanilla 
pods with concentrations ranging from 0.008% to 0.1% of the pods, 
wherein the enzyme system processes at a temperature generally 
between 10 °C and 60 °C and an incubation period between 3 and 30 
hours (Brunerie; column 3, line 14-18). 

Regarding the vanilla flavored product taught by Ansaldi, it would 
have been obvious to one of ordinary skill in the art at the time the 
invention was made to include the enzymatic system and aqueous- 
alcoholic medium of Brunerie. One would have been motivated to do so to 
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improve the production of natural vanilla flavor, treated by means of an 
enzymatic system capable of destroying the membrane systems of plant 
cells and of hydrolyzing the glucosides (Brunerie; column 1, line 61-65). 

Although the reference teaches the beta-glucosidase activity in the 
enzymatic system of the claimed vanilla extract, it does not disclose, 
(claims 13-15) cellulase activity ranging from 2000 to 6000 lU/g. Bartnick 
also discloses reliance on enzymes with cellulase and B-glucosidase 
activity to extract vanilla from its bean (see U0022 in Bartnick), and 
therefore it appears that prior art was well aware of the usefulness of 
these enzymes in the extraction of vanilla. If, therefore, the activity of an 
enzyme was useful in its function, then to use an increased activity to 
obtain a better extraction would have been prima facie obvious. Since the 
Brunerie patent teaches up to 1000 units of activity, to use the same 
enzyme for its increased activity would have been an obvious 
modification. Furthermore, Brunerie teaches, "generally, it is 
clearly understood that the invention covers all the 
enzymatic systems, and especially those having a 
glucosidase activity, which make it possible to 
release the vanilla flavor potentially contained in 
the green vanilla pods. Persons skilled in the art 
will be able, using simple procedures (such as those 
for example illustrated in the examples which will be 
described following the present description) , to 
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choose the enzymatic systems which are appropriate." 
(see col. 2, line 35 to line 44}_ 

Referring to claim 1 , Ansaldi is silent in regard to purifying the 
product to a vanillin-enriched concentrate. However, Graves disclose in 
figure 1, filtering the enriched vanilla concentrate. Regarding the 
purification of the enriched concentrate, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to include the 
filtering steps of Graves (Graves; column 6). One would have been 
motivated to do so to obtain a final vanilla extract of richer flavor and 
aroma than previously obtained (Graves; column 6, 71-73). 



Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to DALILA TOUSSAINT whose telephone 
number is (571 )270-7088. The examiner can normally be reached on Monday - 
Friday, 8:00 a.m. - 5:00 p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Carol Chaney can be reached on (571)272-1284. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/C. SAYALA/ 

Primary Examiner, Art Unit 1794 
DT 



